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DETAILED ACTION 

Status of Claims 

1. Claims 1 - 4 and 6 - 26 are pending. 
Claim 5 has been canceled 

Claims 2 and 11-23 have been withdrawn. 
Claims 1, 6 and 26 are rejected. 
Claims 3, 7 - 10 are objected. 
Claims 4, 24 and 25 are allowed. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 25, 2008 has been entered. 

Specification 

3. The disclosure is objected to because of the following informalities: on page 18 of 
the original specification, page 18 line 13 (Example 2A), the term synthesis is spelled as 
"Sinthesis". 

Appropriate correction is required. 
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Response to Arguments 

4. Applicant's arguments see pages 18 - 21 , filed November 25, 2008, with respect 
to claims 1 , 3, 4, 7-10 and 24-26 have been fully considered and are persuasive in view 
of the amendment to claim 1 and the arguments presented. The 35 U.S.C. 103(a) 
rejections of claims 1 , 3, 4, 7-10 and 24-26 have been withdrawn. However, the 35 
U.S.C. 103(a) rejection of claim 6, in view of Del Soldato et al. (US 5,861,426) is 
maintained for the reasons set forth in the Office Action mailed June 25, 2008 and the 
reasons set out below. 

5. Applicant asserts that Y in the claims 1 and 6 that can be a number of definitions 
but Y is Br, CI and I are not possible. However, as set out in claim 6, which depends 
upon claim 1 , Y continues to be defined as Br, CI and I. 

6. Also, Applicant asserts that US'426 does not provide any examples or data 
regarding compounds obtained by the alternative reaction route. Applicant is reminded 
that it is well established that consideration of a reference is not limited to the preferred 
embodiments or working examples, but extends to the entire disclosure for what it fairly, 
teaches, when viewed in light of the admitted knowledge in the art to the person of 
ordinary in the art. In re Lamberti, 545 F.2d 747, 750, 192 USPQ 278, 280 (CCPA 
1976); In re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). However, in this case, 
US'426 states that the alternative process can be used for products of Va and Vb of 
group V). 

7. Lastly, Applicant submits that Examiner's rejection was based on hindsight. 
However, "any judgement on obviousness is in a sense necessarily a reconstruction 
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based on hindsight reasoning, but so long as it takes into account only knowledge which 
was within the level of ordinary skill in the art at the time the claimed invention was 
made and does not include knowledge gleaned only from applicant's disclosure, such a 
reconstruction is proper." In re McLaughlin 443 F.2d 1392, 1395, 170 USPQ 209, 212 
(CCPA 1971). In this instance, the process of US'426 was within the knowledge of the 
ordinary skilled artisan at the time of Applicant's claimed invention. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1 , 6 and 26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

10. Claim 1 identifies R as a radical of the pharmacologically active compound (V), 
however, there is no (V) identified in the claim. 

1 1 . Claim 6 recites the limitation "Y is selected from the group consisting of Br, CI, 
I..." in line 2. There is insufficient antecedent basis for this limitation in the claim since 
claim 1, as amended does not include this definition for Y. 

12. Claim 26 recites the limitation "...in the compound of formula (B), Y is "Br" in line 
2. There is insufficient antecedent basis for this limitation in the claim 4. In claim 4 
formula (B) is R-COOZ where R is defined by the claim and Z is H or a cation as set out 
in the claim. 
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Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

15. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

16. Claims 1 and 6 are rejected, in part, under 35 U.S.C. 1 03(a) as being 
unpatentable over Del Soldato 9US 5,861,426). 
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1 7. The rejected claims are drawn to the process for preparing a compound of 
general formula (A). 

o 9i f> f* 9» f H 

R C O fC), (C) <:C) B (Xfc {C^ p OMO, 

k K K ka k* 

(A) 

The substituents are defined by claim 1 . The process comprising the reaction of a 
compound of formula (B) (R-COO-Z, with the compound of formula (C), 



9» f» 
{C}, (C), iC h (X) 8 .C), <CJr~$V OHO t 

k k k k k* k* 



(C) 



The substituents for Y are defined as Br, CI or I in claim 6. 

18. US'426, teaches in column 16 lines 3-14 an alternative process for forming the 
nitrooxyalkyl substituted esters of carbolylic acids which are pharmacologically active, 
by the reaction of sodium or potassium salts of the acids with nitric esters of halogen 
alcohols of the general formula: 



where in YO & X.. 
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The synthetic scheme outlined by US'426 genetically embraces the instant 
process, as well as teaching structurally similar compounds. The structurally similar 
compounds are correspondingly where R-CO-O-Na is instant compound of formula [B] 
and Br-Y-N02 is instant compound of formula [C] and R-CO-O-Y- N02 is compound of 
formula [A]. 

Applicant's process differs from the prior art in that the prior art is directed to a 
broader genus. 

This difference would not have been patentable because it would have been 
obvious, at the time of that Applicants' invention was made, to one of ordinary skill in the 
art to have employed a method to prepare nitrooxyester compounds or derivatives 
thereof with the teachings of US'426; with a reasonable expectation that the sub-genus 
would have a utility of the genus as a whole. 

Allowable Subject Matter 

1 9. Claims 4, 24 and 25 are allowed. 

20. The following is a statement of reasons for the indication of allowable subject 
matter: Claim 4, the elected species, is a process for preparing the compound of 
formula (A) of the claim where R is defined as a ferulic acid radical of formula (XXXII). 
The process of claim 4 overlaps with the process of claim 1 ; however, the elected 
species where R is defined as a ferulic acid radical in the compound of formula (B), R- 
COOZ, is outside the compounds of formula (B) in the definitions for R of claim 1 . 
Further, the substituent R as a ferulic acid radical of formula (XXXII) is not taught or 
suggested as a definition of R in the US'426, as such one of ordinary skill in the art, 
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when reviewing the below listed reaction process, in light of the varied definitions for R 
in US'426 would not have been motivated to use the ferulic acid radical of formula 
(XXXII) in the formula R-CO-ONa, of the reaction process set out below. 

Hie reaction route is. as follows: 

whersis YO is X 5 , 

21 . Claim 3 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph of claim 1, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

22. Claims 7-1 0 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph rejection of claim 1 , set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

23. Claim 6 is currently dependent on claims 1 or 4, however, when claim 6 is 
dependant solely on claim 4, it is allowable, however, at this time in addition to be 
rejected in part it is objected to for being dependent upon a rejected base claim 1 and 
would be allowed if rewritten to depend only from claim 4. 

Art of Record 

24. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent 7,399,878 (Del Soldato). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YATE' K. CUTLIFF whose telephone number is 
(571 )272-9067. The examiner can normally be reached on M-TH 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel M. Sullivan can be reached on (571) 272 - 0779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Yate K. Cutliff/ 
Patent Examiner 
Group Art Unit 1621 
Technology Center 1600 

/Karl J. Puttlitz/ 
Primary Examiner 
Art Unit 1621 



